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Dear Sir: 

In response to the Examiner's Answer, Appellant hereby requests entry of the following 
comments. In addition, Appellant is enclosing a copy of any cases newly cited as Appendix A. 

I. Appellant Agrees With The Examiner's Statement Of Claims Status 
Appellant has reviewed the Examiner's statement of the Status of Claims and agrees with 
the Examiner's changes. 



II. Appellant Agrees With The Examiner's Change To The Statement Of Issues 
Appellant has reviewed the Examiner's statement of the Issues and agrees with the 
Examiner's change. 
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III. Appellant Agrees With The Examiner's Change To The Claims Appealed 
Appellant has reviewed the Examiner's statement of the Claims Appealed and agrees 
with the Examiner's change. 

IV. Group 1 - Patentability Is Not Premised Upon A Statement of Intended Use 

The claims of Group 1 recite several limitations not disclosed by either Tuhro et al. or 
Conlan et al. Appellant agrees with the general proposition that a recitation of intended use is 
insufficient to define over prior art. Appellant, however, disagrees that "a generally open 
package storage compartment" is a statement of intended use and submits that the adjectives are 
positive limitations on the type of compartment. 

Nevertheless, the claims are patentable without settling the dispute over this issue. For 
instance, the Examiner asserts that Tuhro et al. showed an open storage compartment 30 in the 
third section. Tuhro et al. actually shows a shelf 30 that is positioned on an end of the third 
section that adjoins the second section; however, the relevant limitations of Claim 1 recite, 
among other things, that the "generally open package storage compartment" is "located near an 
end of the third section, which end is distal of the second section." Tuhro et al. did not teach or 
suggest locating an open storage compartment in this position. In addition, Conlan et al. also did 
not teach or suggest these same limitations. As Appellant stated in the Appeal Brief, the present 
invention requires certain components to be located in certain strategic locations to allow rapid 
assembly of various quick-service food items that comprise a single order at a quick-service food 
restaurant. Thus, the applied combination failed to teach or suggest at least these limitations and 
a prima facie case of obviousness has not been established with respect to the claims of Group 1 . 

V. Group 2 - The Drawings of Tuhro et al. Do Not Teach Relative Sizes 
The applied references do not teach that certain components are within six feet of each 
other. In response to this statement, the Examiner has incorrectly argued that "each of the 
sections of Tuhro et al. is about twice as long as [it is] high, so . . . Tuhro et al. would place all the 
elements on the order of six feet apart." It is well established that, absent any written description 
in the specification of quantitative values, arguments based on measurement of a drawing are of 
little value. See In re Chitayat, 408 F.2d 475, 161 U.S.P.Q. 224 (CCPA 1969) (stating that, 
without numerical teaching in the reference, the reference's drawings do not show dimensions). 



-2- 



Appl. No. 
Filed 




59/026,824 
February 20, 1998 




Patent drawings are not to scale and are not working drawings; therefore, any arguments 
premised on dimensional teachings provided only in the drawings are flawed. For at least this 
reason, the applied references fail to teach or suggest the dimensional limitations recited by the 
claims of Group 2 and a prima facie case of obviousness has not been established with respect to 



VI. Groups 2 and 3 - The Dimensional Limitations Are Not a Mere Design Choice 

With respect to the claims of both Group 2 and Group 3, the Examiner argues that the 
only difference between the prior art and the claims is a recitation of relative dimensions. The 
Examiner cites Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 777 (Fed. Cir. 1984), 
cert, denied, 469 U.S. 830, 225 USPQ 232 (1984), for the proposition that "where the only 
difference between the prior art and the claims is a recitation of relative dimensions of the 
claimed device and a device having the claimed relative dimensions would not perform 
differently that the prior art device, the claimed device is not patentably distinct from the prior art 
device." Gardner, however, is inapposite with respect to the claims being appealed. 

In Gardner, the Federal Circuit was reviewing whether a trial court correctly held that the 
claimed invention was obvious over prior art. The Federal Circuit was reviewing a legal 
conclusion based on a number of factual findings. The Federal Circuit inferred from the factual 
findings that the trial court found the claimed device was not in any significant respect different 
from similar devices available in the prior art because the structural differences over the prior art 
did not necessarily result in differences in performance over the prior art. Id. at 1346. Thus, the 
Federal Circuit held that those differences expressed as numerical limitations did not distinguish 
over the prior art and that those numerical limitations were no more than "window dressing." 



To the contrary, the limitations at hand are not mere "window dressing;" rather, the size 
limitations in the present application result in drastically improved performance over the prior 
art. The size limitations do distinguish the present invention from the prior art and the size 
limitations have actual significance in the operation of the claimed invention of Groups 2 and 3. 
Cf. Gardner at 1346 (quoting trial court as stating "[s]urely, the patent law does not attach 
uniqueness to dimensional claims that have no significance in the operation of the claimed 
invention."). The Examiner's argument is akin to a "mere design choice" rejection. It is well 



the claims of Group 2. 



Id. 
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settled law in this regard, however, that, if a claim limitation solves a particular problem in the 
art, that claim limitation is not a mere design choice. See In re Chu, 66 F.3d 292, 298, 36 
U.S.P.Q.2d 1089 (Fed. Cir. 1995). In this case, by spacing the components or stations with the 
recited distances, the number of workers can be decreased while the speed of service in the 
restaurant is improved. See Application, at page 18, lines 21-23. Thus, the recited dimensional 
limitations are more than "window dressings" and should be given patentable weight. With the 
recited dimensional limitations given patentable weight, the claims of Groups 2 and 3 are not 
prima facie obvious because the applied references do not teach or suggest the recited 
dimensional limitations. 



VII. Group 3 - The Spacing of The Stations Is Patentable 
The Examiner states that the number of workers around the device of Group 3 is only a 
statement of intended use. This is incorrect. The statement regarding the workers is provided 
simply to illustrate the spacing of the first station from the second station: "the first station and 
the second station being arranged so as to enable a first worker positioned at the first station to 
directly pass the food product to a second worker positioned at the second station." Thus, this is 
not a statement of intended use; rather, this is a limitation on the spacing between the first station 
and the second station. The spacing is such that two workers positioned at the two stations can 
pass food product to each other without requiring an intervening worker. As discussed above, 
this spacing is not a mere design choice and has a direct effect on the functionality of the recited 
invention. Thus, this spacing is an actual limitation that must have been taught or suggestion by 
the prior art for a prima facie case of obviousness to exist. Because such a teaching or 
suggestion was not contained within the prior art, a prima facie case of obviousness has not been 
established. 



VIII. Group 4 - The Applied References Do Not Teach 
The Recited Food Ingredient Dispenser or Its Placement 
The Examiner has ignored Appellant's arguments that Conlan et al. merely taught a self- 
service beverage dispenser and that Conlan et al. did not teach a food assembly person operated 
food ingredient dispenser that is positioned at an inside corner or on at least one of the first and 
second counter sections within an arm's reach of the first station. The applied references do not 
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teach or suggest this construction. Furthermore, a teaching of modular construction and design 
flexibility does not equate to a teaching or suggestion of a specifically recited placement. In 
other words, even if "one of ordinary skill in the art would place the elements in the proper 
sequence to provide an efficient assembly line process of preparing the food to be served," one 
of ordinary skill in the art would not necessarily arrive at the recited placement and selection of 
components without relying upon Appellant's own disclosure. Thus, the argument made by the 
Examiner appears to be improperly premised upon hindsight. Without a proper motivation to 
combine the references, and to modify the references that are being combined, no prima facie 
case of obviousness has been established. 



IX. Conclusion 

For the reasons discussed above, a prima facie case of obviousness simply has not been 
established with respect to any of the rejected claims. Without more, the rejected claims are 
allowable over the applied combinations. Therefore, Appellant respectfully requests that the 
rejection of Claims 1-3, 6, 7, 10, 1 1, 17, 18, 22-25, 44-47 and 55-63 be overturned. 



Respectfully submitted, 

KNOBBE, MARTENS, OLSON & BEAR, LLP 



Dated: June 2L 2001 
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Court of Customs and Patent Appeals 

In re Chitayat 
No. 8125 Decided Apr. 3, 1969 



PATENTS 

1. Drawings-In general (§ 341) 

Arguments based on mere measure 

Particular patents-Image Enhance- 
rhitavat Image Enhancement Means, 

Appeal from Board of Appeals of the 
Patent Office. 



Rpfore Worley, Chief Judge, and Rich, 
Almond, and Baldwin, Associate 
Judges. 

Baldwin, Judge. 

This appeal is from the Patent Office 
Board of Appeals decision affirming the 
533on of'all fe claims of appellant s 
application i under 35 U.S.C. lu<5. 
The Invention 
Appellant's invention relates to the 
field of fiber optics wherein optical 
Images are transmitted along flexible 

Hies of ^^""tSt'lfS' X 

pellant acknowledges that it has pre 
viously been known to impart a cyclic 
Slacement of the image relajve to 
+v,^ fiKorc to ensure that all pans v± 
tte image are presented at one time or 
anoth™ g to Intact fibers for transmis- 
"iSf along the bundle, ^ 
radation of the received image Que w 
dements of the image Iob* » ™ 

the transmitted image. 

7. A coherent image toa^gg* 
system comprising an «^'£S 
bundle having physically separ^ 
variably oriented ends and transm 
sion improving means for impr ■ 
thp effective resolution of * ne " t 
Sftted image and elimin^ng J**, 
feet of broken, fibres indepenoen 
the relative orientation of saui ^ 
comprising image di splacmg mea 
each of said ends for ™P*™°* . d 
Placement of the respective ^ag^ 
displacing means, being c f "J^s 
whereby the driving t^™ 0 *^ lace d 
elements of said image to be cusp 



~~ i Serial No. 266,730, filed March2»., 1 
for '^age Enhancement Mear*. ^ 
lesedlf^a continuation-in-part of ser 

N§ 116,179, filed June 9, 1961. 
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by at least one hundred fibre diameters 
for eliminating the effect of defective 
fibers without causing excessive trans- 
mission losses, and control means for 
synchronizing the operation of said 
displacing means with respect to both 
speed and phase relationship whereby 
said image displacements are effec- 
tively nullified, said control means 
comprising a plurality of separate 
drive means, one couple to each of the 
image displacing means at said fibre 
bundle ends for cyclically driving 
said displacing means, means for syn- 
chronizing the speed of each of said 
drive means and means for fixing the 
phase of each of said drive means. 

The References 
Prank 2 discloses a fiber-optic, light 
transmitting system which, in its Figure 
4 embodiment, includes generally the 
same structural features for displacing 
the image relative to the fibers as ap- 
pellant employs. Frank's specification 



does not, however, give numerical val- 
ues for the image displacement in terms 
of multiples of fiber diameters or the 
equivalent. 

Kapany 3 shows another fiber optic 
system of the same general type as 
Frank involving image displacement, 
and refers explicitly to the magnitude 
of displacement, stating: 

By experimentation, it has been 
found that an amplitude of four or 
five diameters resulted in consider- 
able gain in resolution for the trans- 
mission of images, amplitudes greater 
than four diameters had no appreci- 
able increase in resolution, and am- 
plitudes of less than four resulted 
in a proportionate lessening of the 
resolution which could be meas- 
ured. * * * 

Kapany illustrates the effect of his 
range of image displacement on quality 
by the following figures: 






Fig. 5 



Fig. 7 



Fig. 9 



Figure 5 shows a target image to be 
transmitted, Figure 7 shows the same 
image as received without image dis- 
placement and Figure 9 shows the re- 
ceived image with image displacement 
m the range taught by Kapany. 

Jones 4 and Fayerweather 5 both show 
the use of circuit-controlled separate 
synchronous motors which operate two 
rotating optical elements in both speed 
*nd phase synchronism. Figure 1 of the 
Jones patent shows two motion picture 
jrojectors driven by synchros 29 and 
W with a phase control at 32. Fayer- 
weatiier discloses two rotating shutters 
v anven by synchronous motors which 

^KL5?? nected t0 a common alternating 
#Went source. 

%t i The Rejection 
kk* 7-10 are rejected under 35 
•V« 103 as unpatentable over Frank 
^ Pany * Tne examin er contended 
*J*ank disclosed the broad combina- 
£*uned by appellant and that: 

ia^^ No * 3 » 110 ' 762 ' N °- 
S * **tent No. 2,843,005, issued July 
I Patent No. 2,166,947, issued July 



[I]t is obvious that one skilled in 
the art could provide a displacement 
of 100 [sic] at least 100 fiber diam- 
eters in the Frank device without 

producing any unexpected results. 
* * * 

In an additional rejection of claims 
9 and 10 under 35 U.S.C. 103 on Frank 
and Kapany (as applied above) further 
in view of either Jones or Fayerweather, 
the examiner stated: 

[I]t is considered that it would be 
obvious to use synchronous motors 
such as shown in either Fayerweather 
or Jones to drive the image shifters in 
the Frank device since the results 
would be entirely expected. 

Affirming the examiner, the board 
stated: 

In addition, it seems to us that a 
person ordinarily skilled in the art 
would examine a cable to ascertain 
the quality thereof. If a bundle of 
thirty-six fibers were found to be 
broken, as in appellant's exhibit, it 
would be obvious that merely displac- 
ing the image by four fiber diam- 
eters would not effect any improve- 



3 U. S. Patent No. 3,016.785, Issued Jan- 
uary 16, 1962. 
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ment Thus, it is obvious, statistically, 
Ct the image displacement should 
considerably exceed the size of the 
break. This being so, we find noming 
critical and unobvious m the use of 
one hundred fiber diameters. 
Opinion 

r»„ anneal the solicitor refers to 

SaM» that Frank show, » gg£ 
gues: 

There is of record no evidence that a 
nutetion circle circumference of 100 
fl^Xmeter* will produce a rescju- 
tion differing more than ^ degree 
from the resolution produced by a nu- 
tation circle circumference of 45 fi- 
bre diameters, 



Appellant in refutation of the solici- 
ffl argument, finds the relative dimen- 
sions from the drawings to be ?u ler 
ent Twith a corresponding reduction in 
the relative displacement value. 

ril In view of the absence in 
Frank's specification of any written 

diameter, the ^^T" . ap . 
mere f^surement of the drawings 

& to fa^Utn!^nal f situa 

Both the Patent Office and appel- 
lanAveengaged in what appears to 

a thnhS?ei U S e thf ?eisse 
SMS, and the Weisse lap spacing in 

SI' drawings and this argument is 
prldicated, moreover oy greatty en 

S8S*££ fnttntfto^ the 
Smensions of anything. We do not 
find it persuasive. 

Thus in the absence of explicit nu- 
teaching in Frank relating 

££?di3S£* t0 fiber IT 1 "' 

we turn to the Kapany patent to see 
wneE the values there stated would 



make the values used by appellant obvi- 
Sf*Oa tfl point appellant draws^ar- 
ticular attention to the latter part of 

Ssrs-iss *Ss 

displacement of at least one hundred 
fiber diameters. . 
However, the examiner in his An 
takes the position that kapany 
E^ot affirmatiVely teach a decline 
frauality above four diameters but 
meX Sers that a law of dim^mg 
returns may operate after the imtia 
improvement, if displacement is there 
after progressively increased. 0 

This position of the examiner seems 
to be supported by consideration of the 
?re^ously reproduced Figures 5, 1 and 
9 of Kapany which make it clear that 
?he problem of improving image quahty 
is solved in major part just by moving 
from a static condition to even the ini- 
tial, relatively low, amplitude of (to 
placement disclosed by Kapany. Adopt- 
ing therefore the examiner's positwn 
thft Kapany does «ot affirmatively 
teach* away from amplitudes greater 
+Wi four it appears that appellants 
range of one hundred fiber diameters is 
a change in degree from the Kapany 

ra Preview of the record here, however, 
fatts to reveal any results that wodd 
not be expected in view of the Kapany 
teachings. The record includes two ex- 
hibits A and B, showing images of a 
page of a tool catalog received along 

in picture quality is quite a ^ ing 



T^r example, the examiner's Answer 
states: ,- orp 
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no material taproymcnt ^in ^ e J^r 
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mately 80% of the time. In other >* } 
Se improvement is rapid (0 to ^ 
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the improvement tapers on w 



161 13 

parisc 
compi 
all, a 
ment 
least 
as ta 
prove 
obtaii 
limit 
recor. 
pecte 
over 
view 
iirnnr 
ber d 
Fr< 
jecti( 
103 £ 
prior 
of tr 



Cc 
Mar 

N- 
1. h 



hair 

so 

wicl 

riot 

Par 

A 
Ap] 
152 

1 
Ma 
Buj 
No 
dec 
apj 

Br 



J 




161 USPQ Marriott-Hot Shoppes, Inc. v. Burger Family, Inc. 



227 



parison with the prior art. First, the 
comparison is with no displacement at 
all, and a major part of the improve- 
ment may be the result of having at 
least some lower degree of displacement 
as taught by Kapany. Second, the im- 
proved image of the second exhibit was 
obtained at twice the claimed lower 
limit of one hundred diameters. The 
record thus fails to show any unex- 
pected improvement in image quality 
over that which would be expected in 
view of the cited references at a min- 
imum displacement of one hundred fi- 
ber diameters. 

From the foregoing, we believe the re- 
jection of the claims under 35 TLS.C. 
103 as being obvious in view of the cited 
prior art was correct, and the decision 
of the board is therefore affirmed. 



Court of Customs and Patent Appeals 

Marriott-Hot Shoppes, Inc. v. Burger 
Family, Inc. 
No. 8129 Decided Apr. 3, 1969 

TRADEMARKS 

1. Identity and similarity — Words — Not 
similar (§ 67.4111) 

"Teen" above disclaimed "burger" for 
hamburger type sandwiches does not 
so resemble "Teen Twist" for sand- 
wiches that confusion is likely. — Mar- 
riott-Hot Shoppes, Inc. v. Burger 
Family, Inc. (CCPA) 161 USPQ 227. 

Appeal from Trademark Trial and 
Appeal Board of the Patent Office; 
152 USPQ 838. 

Trademark opposition No. 44,826 by 
Marriott-Hot Shoppes, Inc., against 
Burger Family, Inc., application, Serial 
No. 195,203, filed June 9, 1964. From 
decision dismissing opposition, opposer 
appeals. Affirmed. 

Browne, Schuyler & Beveridge (Fran- 
cis C. Browne and Richard G. Kline 
of counsel) all of Washington, D. C, 
for appellant. 

Marlin Ralph Shaffer, Salt Lake City, 
Utah, for appellee. 

Before Worley, Chief Judge, Rich, Al- 
mond, and Baldwin, Associate Judges, 
and McGuire, Judge.* 



Almond, Judge. 

•Senior Judge, United States District 
i^urt fop the District of Columbia, sitting 
by designation. 



Marriott-Hot Shoppes, Inc., appeals 
from the decision of the Trademark 
Trial and Appeal Board, 152 USPQ 
838, dismissing its opposition to the 
application of Burger Family, Inc., 1 
seeking registration on the Principal 

TEEN 

Register of the mark j^g^ ( with 

"burger" being disclaimed) for "Ham- 
burger Type Sandwiches," asserting use 
in interstate commerce on or before Au- 
gust 26, 1963. 

Appellant alleged below and con- 
tends here that the mark for which 
registration is sought so resembles the 9 * 
mark TEEN allegedly used previously 
by it for sandwiches as to be likely to 
cause confusion or mistake or to de- 
ceive within the purview of section 
2(d) of the Trademark Act of 1946 
(15 U.S.C. 1052(d) ). 

The record discloses that appellant 
operates a chain of family type drive- 
in restaurants dispersed throughout 
this country, and that since 1958 its 
menus have continuously featured the 
term TEEN TWIST as a designation for 
a sandwich on a twisted roll intended 
to appeal to teenagers. TEEN TWIST 
has been advertised on occasion through 
the media of newspapers and radios. 
It was stipulated that one of appel- 
lant's restaurants located in Maryland 
sold 669 TEEN TWIST sandwiches in 
the week of July 27, 1964 

The board observed that while ap- 
pellant had pleaded the use of the 
term TEEN as a trademark for sand- 
wiches, the record disclosed that the 
term had been used by it only as a 
part of the mark TEEN TWIST. 

The record further discloses that ap- 
pellee is the owner of subsisting reg- 
istrations of the marks THE BURGER 
FAMILY, MAMA BURGER, PAPA 
BURGER, and BABY BURGER, and 
that through the facilities of drive-in 
type restaurants, it has used those 
marks and the mark TEEN BURGER, 
in connection with the sale of ham- 
burger sandwiches. 

The board held that: 

Since it thus appears that opposer 
is here the prior user, and the marks 
of the parties are both applied to 
sandwiches, this case turns solely on 
a comparison of the marks. 

In this regard, "TEEN TWIST" 
and "TEEN BURGER" are both sug- 
gestive of sandwiches appealing to 
teenagers. Considering the nature 
of these marks, and the differences 
between them when considered in 



i Serial No. 195,203 filed June 9 ( 1964. 



36 USPQ2d 

sustained by Larami damages 
•■■ credited by the kivltX ^ J 'T"'' 

jury's award was wff i,T„ ' 3S ,on 8 as the 
disturbed 3 e r^ i^?'* wiU not 
j^y? aw^'wife 6 1 find that ^ 

Hi 

overturned fiffiig" » ■» 



deS: thc mot,ons of defenda "^ "his bl 



An appropriate Order follows. 

ORDER 

AND NOW, this 22nd day of March 

the motions are DENIED WUtKED tha t 
This is a final disposition of all claims. 



U.S. Court of Appeals 
Federal Circuit 

In re Chu 
No. 95-1038 
Decided September 14, 1995 
PATENTS 
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Written description (§115! 103) 
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not entitled to benefit of filing date of exist- 
ing patent on ground that patent and appli- 
cation lack complete identity of inventorship, 
since there is overlap in inventive entities of 
patent and application, which claims to be 
continuation in part of patent, and since 35 
USC 120 plainly allows continuation, divi- 
sional, and continuation in part applications 
to be filed and afforded filing date of parent 
even though parent and subsequent applica- 
tions do not share complete identity of inven- 
torship; patent is nevertheless available as 
prior art against application, since patent 
does not disclose subject matter of applica- 
tion claims at issue as required by 35 USC 
112. 

2. Patentability/Validity — Obviousness — 

In general (§115.0901) 

Patentability/Validity — Obviousness — 
Evidence of (§115.0906) 

Board of Patent Appeals and Interfer- 
ences erred, in upholding obviousness rejec- 
tion of application claims, by concluding that 
claims' disclosure was matter of "design 
choice," and that applicants 1 evidence and 
arguments to contrary are not present in 
specification and are therefore unpersuasive, 
since board is required to consider totality of 
record and is not free to disregard evidence 
and arguments presented by applicants, and 
since there is no support for proposition that 
evidence and/or arguments traversing 35 
USC 103 rejection must be contained within 
specification, given that obviousness is deter- 
mined by totality of record including, in 
some instances most significantly, evidence 
and arguments preferred during give-and- 
take of ex parte patent prosecution. 

3. Patentability/ Validity — Obviousness — 

Relevant prior art — Particular inven- 
tions (§115.0903.03) 

Placement of selective catalytic reduction 
catalyst within bag retainers in fabric filter 
house of apparatus used to control emissions 
from fossil fuel boilers, as taught by claims in 
application, would not have been matter of 
"design choice" and therefore obvious, since 
there is no teaching or suggestion in prior art 
that would lead one of ordinary skill to modi- 
fy structure of prior art reference to place 
SCR catalyst within bag retainer, rather 
than between two filter bags as disclosed in 
that reference, and since technical evidence 
presented by applicants relating to frailty of 
fabric filters during pulse-jet cleaning clear- 
ly militates against conclusion that place- 



ment of catalyst in filter baghouse is mere 
"design choice." 



Appeal from the U.S. Patent and Trade- 
mark Office, Board of Patent Appeals and 
Interferences. 

Patent application of Paul Chu, William 
Downs, John B. Doyle and Peter V. Smith, 
serial no. 07/593,546. From decision of 
Board of Patent Appeals and Interferences 
upholding examiner's final rejection of appli- 
cation claims 1, 2, 12 and 14, applicants 
appeal. Reversed. 

Daniel S. Kalka, of McDermott Inc., Bar- 
berton, Ohio; Peter C. Michalos, of No- 
taro & Michalos, New York, N.Y., for 
appellant. 
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licitor, Scott A. Chambers, associate so- 
licitor, and La Vonda R. De Witt, Patent 
and Trademark Office, for appellee. 

Before Rich, circuit judge, Skelton, senior 
circuit judge, and Newman, circuit judge. 

Rich, J. 

Paul Chu, William Downs, John B. Doyle, 
and Peter V. Smith (collectively Chu) appeal 
the August 9, 1994 decision of the Board of 
Patent Appeals and Interferences (Board) of 
the United States Patent and Trademark 
Office (PTO) affirming the Examiner's final 
rejection of claims 1, 2, 12, and 14 of patent 
application Serial No. 07/593,546 (the '546 
application). 1 We reverse. 

I. Background 
A. The Invention 

Chu's invention relates to an apparatus 
used to control emissions, such as sulfur 
oxides (SOx), oxides of nitrogen (NOx), and 
particulates, such as fly ash, from fossil fuel 
boilers. Fig. 1 of the '546 application is 
reproduced below. 
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The rejections of the remaining pending 
claims were not appealed. 
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The apparatus includes a fossil fuel fired 
boiler 10 containing an economizer 12 which 
receives combustion flue gas therefrom. The 
flue gas is input via exhaust duct 14 to a 
fabric filter house or baghouse 16 where it is 
cleaned, as described in greater detail below. 
Ammoniacal compounds are also input to 
the baghouse 1 6 through duct 1 4 at point 1 8 
Sorbent is input to the boiler 10 either up- 
stream of the economizer 12 at point 20 or 
downstream of the economizer 1 2 at point 22 
depending on the particular sorbent chosen 
After exiting baghouse 16, the clean flue gas 
proceeds along duct 36 to heat transfer de- 
vice 38 which lowers the exit gas tempera- 
ture. The flue gas then exits along duct 40 to 
the stack 42 where it passes to the 
environment. 

Fig. 2 of the '546 application is a partial 
cross section of baghouse 16. 
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24 within each filter bag 26 of the baghouse 
below g * IS Cxemplary and is reproduced 




/7j. J-.- 



The baghouse 16 contains suitable fabric 
filters, such as filter bags 26. A selective 
catalytic reduction (SCR) catalyst 24, not 
shown irr Fig. 2, is incorporated into the 
baghouse 16. The SCR catalyst 24 is located 
in the exhaust plenum of the baghouse 16 or 
preferably, inside the filter bags 26. ' ' 

Figs. 6-9 show alternative embodiments of 
apparatus for placement of the SCR catalyst 




Fig. 6 shows a catalyst bed 44, or bag 
retainer, formed of concentric cylinders 46 
and 48, each constructed of a porous materi- 
al such as a perforated metal plate. The filter 
bag 26 encloses the bag retainer. The SCR 
catalyst 24 is placed in the space between 
cylinders 46 and 48. Flue gas flows up 
through the cylinders 46 and 48, as shown 
I he particulates and sorbent collect on the 
filter bags 26 to form filter cakes. To clean 
the filter bags 26 the '546 application dis- 
closes a pulse-jet cleaning system wherein a 
pulse of high-pressure air is blown into the 
bag retainer. The surface of each filter bag 
26 is thereby cleaned and the filter cakes are 
discharged into a hopper 56. 

Claim 1, the only independent claim at 
issue, recites: 

I. An apparatus for controlling emis- 
sions of a fossil fuel fired boiler which 
produces flue gases containing SOx, NQx 
and particulates, comprising: 

a flue gas duct constructed so as to carry 
flue gases from a boiler to a stack for 
discharge; 

a high-temperature pulse jet fabric fil- 
ter house connected along the flue gas 
duct between the boiler and the stack 
constructed so as to remove particulate 
from the flue gas passing along the flue 
gas duct, said fabric filter house having a 
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plurality of fabric filter bags contained 
therein with each of said fabric filter bags 
having a bag retainer situated therein; 

a selective catalytic reduction catalyst 
positioned inside the bag retainer of each 
of said fabric filter bags in said filter 
house; 

means for recovering heat connected 
along the flue gas duct downstream of said 
fabric filter house, said heat recovering 
means constructed so as to be heated by 
the flue gases in the flue gas duct; 

means for injecting an ammoniacal 
compound into the flue gas duct upstream 
of said filter house; and 

means for injecting sorbent into the flue 
gas duct upstream of the filter house 
whereby the sorbent reacts with SOx, the 
particulates are removed in said fabric 
filter house, thus protecting the NOx re- 
duction catalyst from fly ash erosion and 
SOx poisoning. 

B. The Prosecution 

The Examiner rejected claims I, 2, 12, 
and 14 under 35 U.S.C. § 103 (1988) as 
being unpatentable over U.S. Patent No. 
4,871,522 issued to Doyle in view of U.S. 
Patent No. 4,874,586 issued to Szymanski et 
al. (Szymanski). The Examiner stated that 
Doyle discloses all elements of claim 1 but 
"fails to disclose a baghouse filters [sic] 
having a catalyst located within the filter, 
and is silent on specific baghouse filter de- 
sign/* The Examiner asserted, however, that 
Szymanski teaches "a baghouse filter simi- 
lar to those of the instant claims" and that 
"[o]ne of ordinary skill in the art would have 
modified the [Doyle] apparatus to incorpo- 
rate the baghouse filters of [Szymanski] to 
facilitate simultaneous removal of sulfur ox- 
ides and particulates on the filter and nitro- 
gen oxides through the catalytic bed, dis- 
posed within the filters." 

In response to the rejection, Chu first 
argued that the subject application "claims 
the benefit of the filing date as a continua- 
tion-in-part of [the Doyle patent]" such that 
the use of the Doyle patent "as a reference 
should be limited only to the new matter 
claimed in the continuation-in-part applica- 
tion." 

As to the merits of the rejection, Chu 
contended that Doyle teaches placing the 
SCR catalyst in a heat exchanger down- 
stream from the fabric filter house. Chu also 
argued that Szymanski "adds nothing to the 
foregoing reference since it merely teaches 
. . . incorporating an SCR catalyst into the 
filter fabric of a filter bag." Chu maintained 
that neither Doyle nor Szymanski teaches or 
suggests positioning the SCR catalyst inside 
the bag retainer of the filter bags as claimed. 



This feature is significant, according to Chu, 
because the bag retainers provide support 
and prevent the filter bags from collapsing 
during pulse-jet cleaning. 

C. The Board's Decision 

The Board first addressed whether the 
Doyle patent is available as prior art against 
the '546 application. The Board concluded 
that "Doyle is available as a reference for its 
entire disclosure under 102(e)/ 103 as to the 
current application because it is the uncon- 
troverted work of 'another 1 in this particular 
case." The Board reasoned that because the 
Doyle patent and the Chu application have 
different, albeit overlapping, inventive enti- 
ties, the Doyle patent is necessarily the work 
of "another" as defined in 35 U.S.C. 
§ 102(e) (1988) and therefore available as 
prior art. That Chu claimed the benefit of 
Doyle's earlier filing date by claiming con- 
tinuation-in-part (CIP) status under 35 
U.S.C. § 120 (1988) was found to be irrele- 
vant, the Board stating that "an attempt to 
claim CIP status between applications which 
never shared the same inventive entity is 
unavailing as a means to overcome" a rejec- 
tion under § 103. 

As to the merits of the § 103 rejection, the 
Board agreed with the Examiner that Doyle 
discloses all the elements of independent 
claim 1 except an SCR catalyst positioned 
within a bag retainer. The Board found that 
Szymanski's relatively stiff meshed inner 
wall 32 is a bag retainer as that term would 
be understood by one of ordinary skill in the 
art. Thus, in Szymanski, the catalyst is locat- 
ed between the bag retainer 32 and the bag 
30, whereas claim 1, by contrast, requires the 
catalyst to be "positioned inside the bag 
retainer." 

The Board concluded that the change be- 
tween situating the catalyst in between the 
bag and the bag retainer and within the bag 
retainer is a matter of "design choice" and 
affirmed the rejection of claim 1. As to 
dependent claims 2, 4, and 14, the Board 
held that as "appellants have not separately 
argued such claims with any reasonable de- 
gree of specificity apart from claim 1," those 
claims "will fall with claim 1." The rejection 
of claims 2, 4, and 14 was accordingly 
affirmed. 

Chu appealed the Board's decision to this 
court. We have jurisdiction under 28 U.S.C. 
§ 1295(a)(4)(A) (1988). 

II. Availability of Doyle as a Reference 

A. Standard of Review 

Statutory interpretation is a question of 
law which we review de novo. In re 
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PTO rejections, the Board's findings are re- 
viewed under the clearly erroneous standard 
In re Caveney, 761 F.2d 671, 674, 226 USPQ 
I, 3 (Fed. Cir. 1985). 
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B. Analysis 

The threshold issue in this case is whether 
the Doyle patent is available as prior art 
against Chu's claims. Chu maintains that 
the instant application should be afforded 
the Doyle patent filing date with respect to 
the disclosure of the Doyle application" 
because the instant application claims to be a 
a th « D °y |e Patent. According to Chu, 
affording Chu's application this filing date 
would remove the Doyle patent as a refer- 
ence. However, the Board found, and the 

on appeai ' that Chu ^ not enti- 
tled to the benefit of the Doyle patent filing 
date because there is not the same inventive 
entity between the Doyle patent and the Chu 
application. We conclude that Doyle is a 
proper prior art reference, though not for the 
reasons advanced by the Board 

miSfi 0 ", l( P&L ot the Patent Law Amend- 
ments Act of 1984 struck the phrase "by the 
same inventor" from 35 U.S.C. S 120 and 
substituted therefor the phrase "which is 
hied by an inventor or inventors named in 
the previously filed application." Patent Law 
Amendments Act of 1984, Pub. L. No. 
98-622, sec. 104(b), § 120, 98 Stat. 3383, 

The legislative history of this amendment 
clearly explains its purpose. 
Subsection (b) of section 105' amends 
section 120 of the patent law to provide 

r a l an c , appll ? atl0n can °°tain the benefit 
of the filing date of an earlier application 
when not all inventors named in the joint 
application are the same as named in the 
earlier application. This permits greater 
latitude in filing "divisional" applications, 
for example, if the previously filed appli- 
cation named inventors A and B as the 
inventors a later application by either A 
or B could be filed during the pendency of 

ISIS? 7!l S,y fi ' e • appIica tion and claim 
benefit of the previously filed application 
130 Cong. Rec. 28065, 28071 (1984) H R 

f« Kl^r'f S~ < 1984 "P™* 
in 1984 U.S.C.C.A.N. 5827, 5835 (Sec 

tion-by-Section Analysis: Patent Law 
Amendments of 1984). 



Jl] The 1984 amendment to § 120 plainly 
allows continuation, divisional, and contin- 
uation-in-part applications to be filed and 
afforded the filing date of the parent applica- 
tion even though there is not complete identi- 
ty of inventorship between the parent and 

S S U ? S 3^7 e n q a Q P £ ,iCa 4i° nS - ? C n hisum ' Patents 
& 13 07 (1995). Thus, the Board erred in 

requiring complete identity of inventorship 
between the Doyle patent and the Chu appli- 
cation in order for Chu to have the benefit of 
he Doyle patent's filing date. There is over- 
lap in the inventive entities of the Doyle 
Pk te ,"oo a i ,d the 9 hu application, which, after 
the 1984 amendment, is all that is required 
in terms of inventorship or "inventive entity" 
to have the benefit of an earlier filing date. 
But this does not determine whether Chu is 
entitled to the Doyle date. There is another 
requirement. 

It is elementary patent law that a patent 
application is entitled to the benefit of the 
filing date of an earlier filed application only 
it the disclosure of the earlier application 
provides support for the claims of the later 
application, as required by 35 U.S.C 8 112 
35 U.S.C § 120. Mendenhall v. Cedarapids 
r , n £'o 5 oP d 1557 ' 1566 ' 28 USPQ2d 1081 
10 ? 8 : 89 < Fc , d Cm I»3) ("A patentee can! 
not obtain the benefit of the filing date of an 
earlier application where the claims in issue 
cou d not have been made in the earlier 
application. ) cert, denied, 114 S. Ct. 1540 
(1994); see also Litton Sys., Inc. v. Whirl- 

07 ,nf ^ !, 28 ^- 2d ,423 ' I438 ' 221 USPQ 
a!\ 106 f '^ C !f- 1984 ) (discussing filing 
dates of CIP applications). 

Thus, Chu is entitled to the benefit of the 
Doyle patent filing date only if the Doyle 
patent disctees the subject matter now 
claimed by Chu. This, however, is admitted 

Si? -^ n ° • be the case - In fact - Chu ^ates 
that the invention as now claimed [ ] was 
not described in the [Doyle] patent." Specifi- 
cally, Chu concedes that "nothing in Doyle 

tW/o%L ha ^£ R Ca , ta,yst be placed '"S'de 
he bag filter. ' Therefore, independent claim 

1, which includes this limitation, and de- 
pendent claims 2, 4, and 14, are not support- 
ed by the Doyle patent disclosure. Accord- 
ingly, Chu cannot obtain the benefit of the 

?h° y A patCnt fi,ing date for these claims and 
the Doyle patent was properly relied on as 
prior art. 



'In the Congressional Record, the pertinent 

n«S Thl 105(b) See 130 Co ^ Rec^S 

; if ?? I 5 e c , sectl0n » however, is listed as § 
Sm, It 33$$ StatCS St3tUteS at ^ ar S e - See 98 



III. The Merits of the Rejection 
A. Standard of Review 

Obviousness under section 103 is a ques- 
tion of law that we review de novo. In re 
Donaldson Co., 16 F.3d 1189, 1192 29 
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y SP ?u,u 1845 ' '? 48 < Fed - Cir - 1994) (in 
banc) What a reference teaches is a ques- 
tion of fact reviewed under the clearly erro- 
neous standard. In re Beanie, 974 F 2d 1 109 

1992) 24 USPQ2d 104 °' 1041 Or- 

B. Obviousness 

„ r a Proper obviousness determination, 
Whether the changes from the prior art 
are minor , . . . the changes must be evaluat- 
ed in terms of the whole invention/including 
whether the prior art provides any teaching 
or suggestion to one of ordinary skill in the 
art to make the changes that would produce 
the patentee's . . . device." Northern Tele- 
com, Inc. v. Datapoint Corp., 908 F.2d 931 
935, 15 USPQ2d 1321, 1324 (Fed Cir ) 
cert denied, 498 U.S. 920 (1990). This in- 
cludes what could be characterized as simple 
changes, as in /n re Gordon, 733 F2d 900 
902 221 USPQ 1 125, 1 127 (Fed Cir 198%' 
(Although a prior art device could have been 
turned upside down, that did not make the 
modification obvious unless the prior art fair- 
ly suggested the desirability of turning the 
device upside down . ) . 

"(WJhere the prior art gives reason or 
motivation to make the claimed [invention] 
. . . the burden (and opportunity) then falls 
on an applicant to rebut that prima facie 
case. Such rebuttal or argument can consist 
■J " an y L oth « r argument or presentation of 
r V ^oo th /^ ls P erti "ent." In re Dillon, 919 
F 2d 688, 692- 93, 16 USPQ2d 1897, 1901 

\i% on* S\ (in banc >' cert - den ' e d, 500 
U.S. 904 (1991). After evidence or argu- 
ment is submitted by the applicant in re- 
sponse to an obviousness rejection, "patent- 
ability is determined on the totality of the 
record, by a preponderance of evidence with 
due consideration to persuasiveness of the 
Va^I"} " In re Oetiker, 977 F.2d 1443 
oo^ 24 H SPQ2d 144 3-.1444 (Fed. Cir! 
see In re fwecki, 745 F.2d 1468 

™1w«'a 223 y SPQ 785 ' 787 ( ped - Cir! 
1V84) ( All evidence on the question of obvi- 
ousness must be considered, both that sup- 
porting and that rebutting the prima facie 

case. ). 
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C. Analysis, 

During prosecution; Chu proffered multi- 
ple reasons why placement of the SCR cata- 
lyst within the bag retainer is not merely a 
matter of "design choice." To support his 
reasoning Chu supplied various technical 
articles discussing fabric filters and the 
stresses they undergo during pulse-jet clean- 
ing, l-rom this evidence, Chu contended that 
Szymanski does not "accommodate the frail- 
ties or the high temperature fabric" of the 
niter bag and therefore "one of ordinary skill 



in the art would not look favorably on the 
teachings of the Szymanski, et al patent " 
Accordingly, Chu concluded that one of ordi- 
nary skill m the art would not have been led 
to modify Szymanski from its teaching of 
situating the catalyst between two filter bags 
to placing the catalyst within the bag retain- 
er, as claimed. 

The Board concluded, however, that place- 
ment of the SCR catalyst in the bag retainer 
was a matter of "design choice" and that 
Chu s evidence and arguments to the con- 
trary were unpersuasive because Chu's 
specification is virtually silent on the mat- 
ter of any purported advantage to locating 
the catalyst within the bag retainer" and 
does not state that the claimed location of 
the catalyst 'inside the bag retainer* solves 
any particular problem or produces any un- 
expected result." 

[2] Because the Board was required to 
consider the totality of the record, the Board 
was not free to disregard the evidence and 
arguments presented by Chu in response to 
the obviousness rejection. Additionally, the 
Board erred in apparently requiring Chu's 
evidence and arguments responsive to the 
obviousness rejection to be within his specifi- 
cation in order to be considered. To require 
Chu to include evidence and arguments in 
the specification regarding whether place- 
ment of the SCR catalyst in the bag retainer 
was a matter of "design choice" would be to 
require patent applicants to divine the rejec- 
tions the PTO will proffer when patent appli- 
cations are filed. 

Additionally, the cases the Board relied on 
do not support its position that evidence and 
arguments must be found in the specification 
to be considered in an obviousness determi- 
nat,on. In each case, the applicant failed to 
set forth any reasons why the differences 
between the claimed invention and the prior 
art would result in a different function or 
give unexpected results. In re Rice, 341 F 2d 
309 144 USPQ 476 (CCPA 1965) ("Appel 
lants have failed to show that the change [in 
the claimed invention J as compared to [the 
reference], result in a difference in function 
f^ 8I p e ^ U « X , pe c C i ed results •"): In re K "hle, 

\lll?«u X 5 r 55, ] i? 8 USPQ 7 ' 9 < CCPA 
( Use of such means of electrical 
connection in lieu of those used in the refer- 
ences solves no stated problem and would be 
an obvious matter of design choice within the 
skill in the art." (emphasis added) (citations 
omitted)). 

, J<?, r £j£? dber & 253 R2d 244 « 1 1 1 USPQ / 
190 (CCPA 1 958), relied on by the Board, U . 
also unpersuasive. In that case, the applicant ' 
argued that its valve was distinguished from 
the prior art because it could be opened in 
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either direction. The court found this argu- 
ment to be unpersuasive because "that ad- 
vantage is not disclosed in appellant's appli- 
cation" and "the reversible operation now 
proposed by appellant would require modifi- 
cations which are not disclosed in the appli- 
cation." Lundberg, 253 F.2d at 247 117 
JSS " i? h 2 - NS* of the argument pre- 
sented by Chu would require any change in 
the construction of the disclosed 'emission 
control apparatus. ™u»Mon 
We have found no cases supporting the 
position that a patent applicant's evidence 
and/or arguments traversing a § 103 rejec- 
tion must be contained within the specifica- 
tion. There is no logical support for such a 
proposition as well, given that obviousness is 
determined by the totality of the record in- 
cluding, in some instances most significantly, 
the evidence and arguments proffered during 
the give-and-take of ex parte patent 
prosecution. i««cm 

i, JSP Fu T( i m , thc totalit y of the re c°rd, we 
wS.n^f P laccment of the SCR catalyst 
within the bag retainer would not have been 
merely a matter of "design choice." First 
there ,s no teaching or suggestion in the prior 
art that would lead one of ordinary skill in 

t ar L t0 ^o fy th . e Sz y ma «"ki structure to 
place the SCR catalyst within a bag retainer 
as opposed to between two filter bags as 
disclosed in Szymanski. Next, Chu's techni- 
cal evidence relating to the frailty of fabric 
filters during pulse-jet cleaning clearly 
counters the assertion that placement of the 
catalyst ,n the baghouse is merely a "design 
h?« Specifically, Chu's evidence regard- 

™S J w V !°' ent sn , a PP in 8" action during 
pulse-jet cleaning, the difficulty in stitching 
compartments including the capacity to 
withstand high temperatures, and problems 
encountered from variable path lengths due 
to settling of the catalyst particles in each 
compartment militates against a conclusion 
that placement of the SCR catalyst is merely 
a design choice." See In re Gal, 980 F2d 
717 25 USPQ2d 1076 (Fed. Cir 1992) 
(finding of "obvious design choice" pre- 
cluded where the claimed structure and the 

nrfnJ T t ^ P erforms different from the 

prior art J. 



IV. Conclusion 

m „ We th , cr I ef ? re conclude that the subject 
matter of claim 1 would not have been obvi- 

!2w V,C r °i Doy i e and Sz ymanski. The 
rejection of independent claim 1, and neces- 
sarily of dependent claims 2, 4, and 14 is 
accordingly reversed. ' B 

REVERSED 



VS. Court of Appeals 
Federal Circuit 

Mark I Marketing Corp. v. R.R. Donnelley 
& Sons Co. 

No. 95-1101 
Decided September 14, 1995 

PATENTS 

1. Infringement - Defenses - Prosecution 
history estoppel (§120.1105) 

Patent infringement plaintiff is estopped 
trom asserting infringement of two-plate col- 
or printing process by any process that does 
not involve sequential interposition of color 
filters in preparation of plates, since prosecu- 
tion history shows that plaintiff was unsuc- 
cessful in obtaining allowance of claims until 
they were narrowed to require that both first 
and second printing plates be made by inter- 
posing particular combinations of colored 
niters, and since competitor reviewing pros- 
ecution history would therefore reasonably 
conclude that plaintiff surrendered coverage 
of process not involving sequential interposi- 
tion of filters in order to procure issuance of 
pstcnt. 

2. Infringement - Defenses - Prosecution 
history estoppel (§120.1105) 

Prosecution history estoppel is not avoided 
by tailing to respond to rejection and instead 
meeting substance of rejection by filing nar- 
rower continuing application, since prosecu- 
tion history must be viewed as whole to 
determine whether and what subject matter 
was surrendered to procure issuance of 
patent. 

3. Infringement — Doctrine of equivalents 
— In general (§120.0701) 

Infringement - Defenses - Prosecution 
history estoppel (§120.1 105) 

Patent for two-plate color printing process 
is not infringed, under doctrine of equiv- 
alents, by accused process, since plaintiff is 
estopped from asserting infringement by any 
process that does not involve sequential inter- 
position of color filters in preparation of 
p ates, and since accused process, which em- 
ploys three light beams simultaneously fil- 
tered through red, green and blue filters 
within scanner, indisputably does not involve 
sequential interposition of filters. 

Particular patents - Chemical - Color 
Reproduction 

4,554,241, Edwards, color reproduction 
process summary judgment of non-infringe- 
ment affirmed. 6 



